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ARGUMENT(S)

In the Office Action mailed July 26, 2013, the Examining Attorney accepted Class 35, however, 

maintained the Section 2(d) of the Trademark Act on the basis that Applicant’s mark, when used in

connection with the identified goods in Class 9, so resembles the INFLECTION POINT SYSTEMS

mark in U.S. Registration No. 3,224,842 (“the ’842 Registration”) and INFLECTION POINT

PRODUCT DEVELOPMENT OUTSOURCING & DESIGN mark in U.S. Registration No. 3,638,992

(“the ‘992 Registration”)   as to be likely to cause confusion, mistake or to deceive.

Applicant filed a Request to Divide Application on January 24, 2014. Applicant requested Class 35 be

divided into a new "child" application. Applicant respectfully requests allowance of the new "child"

application for Class 35.

Applicant is proposing the description of goods for Class 9 be amended to the following: Downloadable

computer software application for use in the retrieval of product pricing comparisons; Downloadable

computer software application for use in providing promotional and marketing information, namely,

consumer coupons, vouchers, rebates, special offers, purchasing and inventory promotions.

By its amendment, Applicant has more distinctly identified the type of goods for Class 9 with which the

subject mark will be associated. Applicant respectfully asserts that in view of Applicant’s clarifying

amendment, registration of Applicant’s mark is not likely to confuse consumers as to the source of

Applicant’s goods vis-à-vis the ‘842 Registration and the ‘992 Registration.

The PTO has more recently required the identification of goods for computer programs to be

sufficiently specific to permit determinations with respect to likelihood of confusion. See TMEP

1402.03(d). "The purpose of requiring specificity in identifying computer programs is to avoid the

issuance of unnecessary refusals of registration under 15 U.S.C. §1052(d) where the actual goods of the



parties are not related and there is no conflict in the marketplace. See In re Linkvest S.A., 24 U.S.P.Q.2d

1716 (TTAB 1992). " Id.

All computer software programs process data, but it does not necessarily follow that all

computer programs are related. Given the ubiquitous use of computers in all aspects of business

in the United States today, this Board and its reviewing Court have rejected the view that a

relationship exists between goods and services simply because each involves the use of

computers. In particular, the fact that both parties provide computer programs does not establish

a relationship between the goods or services, such that consumers would believe that all

computer software programs emanate from the same source simply because they are sold under

similar marks. Moreover, the issue of whether or not two products are related does not revolve

around the question of whether a term can be used that describes them both, or whether both can

be classified under the same general category.

Electronic Data Sys. Corp. v. EDSA Micro Corp., 23 U.S.P.Q.2d 1460, 1463 (TTAB 1992)

(citations omitted).

Further, contrary to the Examining Attorney’s assertion that “the goods and services of the parties are

related and travel in similar channels of trade because they relate to computer software and providing of

information technology and computer services . . . [and] that the same entity commonly produces

computer software applications for product pricing, promotion and marketing and also provides the

services of software design, development, and information technology consulting under the same mark .

. .,” Applicant does not offer consulting or technical services relating to custom software or custom

software development. Applicant is not providing consulting or development services for custom

software for others. Rather, Applicant is a provider of downloadable computer software applications for

product pricing comparisons and, among other things, special offers and promotions. Applicant provides

a downloadable application that allows a consumer to check which retail stores offer a specific product,

check the pricing at those retail stores and purchase the product.  The application also allows consumers

to receive marketing and promotional information on the products they frequently purchase.

 

Applicant has more distinctly amended the description of goods to clarify the complete lack of a

likelihood of confusion with the ‘842 Registration and the ‘992 Registration. Custom design of

computer software is a specific field and also sold in a specific channel of trade, namely, those who

provide custom software design and development.  

 

On the USPTO Trademark ID Manual of Acceptable Identification of Goods and Services there are over

130 acceptable identifications for Class 9 when searching “computer software” and over 400 acceptable

identifications for Class 9 when searching “computer”. (See evidence). Respectfully, there are clearly a

wide variety of goods and services involving computer software and computers, which is why the Office

is requiring specificity.

The Examining Attorney provided evidence that the same type of entity commonly provides “off the

shelf software” as well as the services of information technology design, development, implementation



and consulting services or providing software design, development, and implementation consulting,

custom software development, and information technology consulting, however, the services associated

with the ‘842 Registration and the ‘992 Registration are for only consulting and technical services and

not providing “off the shelf software”.

Respectfully, downloadable computer software for product pricing comparisons and promotional offers

is a very different area than providing custom software design and development.

Further, the question of likelihood of confusion is determined based on the description of goods and

services stated in the application and registration at issue, not on extrinsic evidence of actual use. See,

e.g. Coach Servs., Inc. v. Triumph Learning LLC, 668 F.3d 1356, 1369-70, 101 USPQ2d 1713, 1722

(Fed. Cir. 2012); Octocom Sys. Inc. v. Hous. Computers Servs. Inc., 918 F.2d 937, 942, 16 USPQ2d

1783, 1787 (Fed. Cir. 1990).

Based on the clear precedent established by the Federal Circuit and TTAB, Applicant respectfully

asserts that it has made a sufficient showing that there is no likelihood of confusion. While Applicant

understands that likelihood of confusion is considered on a case-by-case analysis, Applicant respectfully

asserts that the present case compels a conclusion that there is no likelihood of confusion between the

marks of the cited registrations and Applicant’s mark.

In view of the foregoing remarks, Applicant respectfully asserts that its INFLECTION POINT MOBILE

mark for Class 9 is entitled to registration and requests that it be promptly allowed for publication.

If the Examining Attorney requires any changes to the application that could be made by Examiner’s

Amendment, Applicant respectfully requests that he telephone the undersigned attorney at: (801) 533-

9800.

The Commissioner for Trademarks is authorized to charge any additional fees associated with this

response to Deposit Account No. 23-3178.
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DESCRIPTION OF
EVIDENCE FILE Search results from TM ID Manual

GOODS AND/OR SERVICES SECTION (009)(current)

INTERNATIONAL
CLASS 009

DESCRIPTION

Computer software application for use in the retrieval of product pricing comparisons and providing
promotional and marketing information and offers and inventory promotions, marketing and purchasing

FILING BASIS Section 1(b)

GOODS AND/OR SERVICES SECTION (009)(proposed)

INTERNATIONAL
CLASS 009

TRACKED TEXT DESCRIPTION

Computer software application for use in the retrieval of product pricing comparisons and providing
promotional and marketing information and offers and inventory promotions, marketing and purchasing;
Downloadable computer software application for use in the retrieval of product pricing comparisons;
Downloadable computer software application for use in providing promotional and marketing
information, namely, consumer coupons, vouchers, rebates, special offers, purchasing and inventory
promotions

FINAL DESCRIPTION

Downloadable computer software application for use in the retrieval of product pricing comparisons;
Downloadable computer software application for use in providing promotional and marketing
information, namely, consumer coupons, vouchers, rebates, special offers, purchasing and inventory
promotions

FILING BASIS Section 1(b)

GOODS AND/OR SERVICES SECTION (035)(no change)

CORRESPONDENCE SECTION

John C. Stringham
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ORIGINAL ADDRESS

WORKMAN NYDEGGER
60 E SOUTH TEMPLE STE 1000
SALT LAKE CITY
Utah (UT)
US
84111-1011

NEW CORRESPONDENCE SECTION

NAME John C. Stringham

FIRM NAME WORKMAN NYDEGGER

INDIVIDUAL
ATTORNEY
DOCKET/REFERENCE
NUMBER

19148.7

STREET 60 E SOUTH TEMPLE, STE 1000

CITY SALT LAKE CITY

STATE Utah

ZIP/POSTAL CODE 84111-1011

COUNTRY United States

PHONE 801-533-9800

FAX 801-328-1707

EMAIL jstringham@wnlaw.com;docketing@wnlaw.com

AUTHORIZED EMAIL
COMMUNICATION Yes

SIGNATURE SECTION

RESPONSE
SIGNATURE /John C. Stringham, 40831/

SIGNATORY'S NAME John C. Stringham

SIGNATORY'S
POSITION Attorney of record, Utah bar member

SIGNATORY'S PHONE
NUMBER 801-533-9800

DATE SIGNED 01/24/2014

AUTHORIZED
SIGNATORY YES

CONCURRENT
APPEAL NOTICE
FILED

YES

FILING INFORMATION SECTION
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Request for Reconsideration after Final Action
To the Commissioner for Trademarks:

Application serial no. 85727628 has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

In the Office Action mailed July 26, 2013, the Examining Attorney accepted Class 35, however, 

maintained the Section 2(d) of the Trademark Act on the basis that Applicant’s mark, when used in

connection with the identified goods in Class 9, so resembles the INFLECTION POINT SYSTEMS mark

in U.S. Registration No. 3,224,842 (“the ’842 Registration”) and INFLECTION POINT PRODUCT

DEVELOPMENT OUTSOURCING & DESIGN mark in U.S. Registration No. 3,638,992 (“the ‘992

Registration”)   as to be likely to cause confusion, mistake or to deceive.

Applicant filed a Request to Divide Application on January 24, 2014. Applicant requested Class 35 be

divided into a new "child" application. Applicant respectfully requests allowance of the new "child"

application for Class 35.

Applicant is proposing the description of goods for Class 9 be amended to the following: Downloadable

computer software application for use in the retrieval of product pricing comparisons; Downloadable

computer software application for use in providing promotional and marketing information, namely,

consumer coupons, vouchers, rebates, special offers, purchasing and inventory promotions.

By its amendment, Applicant has more distinctly identified the type of goods for Class 9 with which the

subject mark will be associated. Applicant respectfully asserts that in view of Applicant’s clarifying

amendment, registration of Applicant’s mark is not likely to confuse consumers as to the source of

Applicant’s goods vis-à-vis the ‘842 Registration and the ‘992 Registration.



The PTO has more recently required the identification of goods for computer programs to be sufficiently

specific to permit determinations with respect to likelihood of confusion. See TMEP 1402.03(d). "The

purpose of requiring specificity in identifying computer programs is to avoid the issuance of unnecessary

refusals of registration under 15 U.S.C. §1052(d) where the actual goods of the parties are not related and

there is no conflict in the marketplace. See In re Linkvest S.A., 24 U.S.P.Q.2d 1716 (TTAB 1992). " Id.

All computer software programs process data, but it does not necessarily follow that all computer

programs are related. Given the ubiquitous use of computers in all aspects of business in the

United States today, this Board and its reviewing Court have rejected the view that a relationship

exists between goods and services simply because each involves the use of computers. In

particular, the fact that both parties provide computer programs does not establish a relationship

between the goods or services, such that consumers would believe that all computer software

programs emanate from the same source simply because they are sold under similar marks.

Moreover, the issue of whether or not two products are related does not revolve around the

question of whether a term can be used that describes them both, or whether both can be classified

under the same general category.

Electronic Data Sys. Corp. v. EDSA Micro Corp., 23 U.S.P.Q.2d 1460, 1463 (TTAB 1992)

(citations omitted).

Further, contrary to the Examining Attorney’s assertion that “the goods and services of the parties are

related and travel in similar channels of trade because they relate to computer software and providing of

information technology and computer services . . . [and] that the same entity commonly produces

computer software applications for product pricing, promotion and marketing and also provides the

services of software design, development, and information technology consulting under the same mark . .

.,” Applicant does not offer consulting or technical services relating to custom software or custom

software development. Applicant is not providing consulting or development services for custom software

for others. Rather, Applicant is a provider of downloadable computer software applications for product

pricing comparisons and, among other things, special offers and promotions. Applicant provides a

downloadable application that allows a consumer to check which retail stores offer a specific product,

check the pricing at those retail stores and purchase the product.  The application also allows consumers to

receive marketing and promotional information on the products they frequently purchase.

 

Applicant has more distinctly amended the description of goods to clarify the complete lack of a

likelihood of confusion with the ‘842 Registration and the ‘992 Registration. Custom design of computer

software is a specific field and also sold in a specific channel of trade, namely, those who provide custom

software design and development.  

 

On the USPTO Trademark ID Manual of Acceptable Identification of Goods and Services there are over

130 acceptable identifications for Class 9 when searching “computer software” and over 400 acceptable

identifications for Class 9 when searching “computer”. (See evidence). Respectfully, there are clearly a

wide variety of goods and services involving computer software and computers, which is why the Office



is requiring specificity.

The Examining Attorney provided evidence that the same type of entity commonly provides “off the shelf

software” as well as the services of information technology design, development, implementation and

consulting services or providing software design, development, and implementation consulting, custom

software development, and information technology consulting, however, the services associated with the

‘842 Registration and the ‘992 Registration are for only consulting and technical services and not

providing “off the shelf software”.

Respectfully, downloadable computer software for product pricing comparisons and promotional offers is

a very different area than providing custom software design and development.

Further, the question of likelihood of confusion is determined based on the description of goods and

services stated in the application and registration at issue, not on extrinsic evidence of actual use. See, e.g.

Coach Servs., Inc. v. Triumph Learning LLC, 668 F.3d 1356, 1369-70, 101 USPQ2d 1713, 1722 (Fed.

Cir. 2012); Octocom Sys. Inc. v. Hous. Computers Servs. Inc., 918 F.2d 937, 942, 16 USPQ2d 1783, 1787

(Fed. Cir. 1990).

Based on the clear precedent established by the Federal Circuit and TTAB, Applicant respectfully asserts

that it has made a sufficient showing that there is no likelihood of confusion. While Applicant understands

that likelihood of confusion is considered on a case-by-case analysis, Applicant respectfully asserts that

the present case compels a conclusion that there is no likelihood of confusion between the marks of the

cited registrations and Applicant’s mark.

In view of the foregoing remarks, Applicant respectfully asserts that its INFLECTION POINT MOBILE

mark for Class 9 is entitled to registration and requests that it be promptly allowed for publication.

If the Examining Attorney requires any changes to the application that could be made by Examiner’s

Amendment, Applicant respectfully requests that he telephone the undersigned attorney at: (801) 533-

9800.

The Commissioner for Trademarks is authorized to charge any additional fees associated with this

response to Deposit Account No. 23-3178.

EVIDENCE
Evidence in the nature of Search results from TM ID Manual has been attached.
Original PDF file:
evi_1921682433-185635457_._IP_evidence_.pdf
Converted PDF file(s) (16 pages)
Evidence-1
Evidence-2
Evidence-3
Evidence-4
Evidence-5
Evidence-6
Evidence-7
Evidence-8
Evidence-9
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Evidence-10
Evidence-11
Evidence-12
Evidence-13
Evidence-14
Evidence-15
Evidence-16

CLASSIFICATION AND LISTING OF GOODS/SERVICES
Applicant proposes to amend the following class of goods/services in the application:
Current: Class 009 for Computer software application for use in the retrieval of product pricing
comparisons and providing promotional and marketing information and offers and inventory promotions,
marketing and purchasing
Original Filing Basis:
Filing Basis: Section 1(b), Intent to Use: The applicant has had a bona fide intention to use or use
through the applicant's related company or licensee the mark in commerce on or in connection with the
identified goods and/or services as of the filing date of the application. (15 U.S.C. Section 1051(b)).

Proposed:
Tracked Text Description: Computer software application for use in the retrieval of product pricing
comparisons and providing promotional and marketing information and offers and inventory promotions,
marketing and purchasing; Downloadable computer software application for use in the retrieval of product
pricing comparisons; Downloadable computer software application for use in providing promotional and
marketing information, namely, consumer coupons, vouchers, rebates, special offers, purchasing and
inventory promotions

Class 009 for Downloadable computer software application for use in the retrieval of product pricing
comparisons; Downloadable computer software application for use in providing promotional and
marketing information, namely, consumer coupons, vouchers, rebates, special offers, purchasing and
inventory promotions
Filing Basis: Section 1(b), Intent to Use: The applicant has a bona fide intention to use or use through
the applicant's related company or licensee the mark in commerce on or in connection with the identified
goods and/or services as of the filing date of the application. (15 U.S.C. Section 1051(b)).

CORRESPONDENCE ADDRESS CHANGE
Applicant proposes to amend the following:
Current:
John C. Stringham
WORKMAN NYDEGGER
60 E SOUTH TEMPLE STE 1000
SALT LAKE CITY
Utah (UT)
US
84111-1011

Proposed:
John C. Stringham of WORKMAN NYDEGGER, having an address of
60 E SOUTH TEMPLE, STE 1000 SALT LAKE CITY, Utah 84111-1011
United States
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jstringham@wnlaw.com;docketing@wnlaw.com
801-533-9800
801-328-1707
The attorney docket/reference number is 19148.7.

SIGNATURE(S)
Request for Reconsideration Signature
Signature: /John C. Stringham, 40831/     Date: 01/24/2014
Signatory's Name: John C. Stringham
Signatory's Position: Attorney of record, Utah bar member

Signatory's Phone Number: 801-533-9800

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to
the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the applicant in
this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.

The applicant is filing a Notice of Appeal in conjunction with this Request for Reconsideration.

Mailing Address:    John C. Stringham
   WORKMAN NYDEGGER
   60 E SOUTH TEMPLE, STE 1000
   SALT LAKE CITY, Utah 84111-1011
        

Serial Number: 85727628
Internet Transmission Date: Fri Jan 24 19:58:04 EST 2014
TEAS Stamp: USPTO/RFR-192.168.24.33-2014012419580454
0601-85727628-500525ccf569053efa83017c79
26710bde4a54b475a7661a155224f86bc874b0ec
-N/A-N/A-20140124195639562911
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